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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described In a printed publication In this or a foreign country or In public 
use or on sale In this country, more than one year prior to the date of application for patent In the United 
States. 

Claims 1-6 and 8-11 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Berthiaume US Patent No. 5,846,259. 

Berthiaume discloses a telescoping catheter adapted for use within a human 
body, the catheter comprising: 

a proximal end (including fitting 15 and telescoping shaft 70, see Fig. 1); 

a telescoping section comprising a distal end (including balloon 49, see Fig. 1); 

a cable extending from the proximal end to the distal end (see the abstract and 
col. 6, lines 11-37); 

a first sheath (telescoping shaft 60) coupled to the proximal end, the first sheath 
extending distally along the cable and substantially surrounding the cable when the 
catheter is fully retracted (see Figs.1, 6, and col. 4, line 66 to col. 5, lines 11); 

a second sheath (extension shaft 40) coupled to the distal end, the second 
sheath extending proximally from the distal end and substantially surrounding the cable 
when the catheter is fully retracted (see Fig. 1 and col. 4, lines 11-18), the second 
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sheath adapted to slideably engage the first sheath so as to extend or retract the 
catheter (see Fig. 6; col. 6, lines 38-44; and col. 7, lines 16-30); and 

a third sheath (guide-wire shaft 30) coupled to the distal end and located within 
the second sheath (see Figs. 1, 2 and col. 4, lines 42-53), the third sheath extending 
proximally along the cable and closely surrounding the cable from the distal end to a 
point within the first sheath when the catheter is fully extended, the third sheath adapted 
to slideably engage the first sheath (see Fig. 6; col. 4, lines 54-61 ; and col. 7, lines 24- 
30). 

Note: in this Office Action, the telescoping shaft 60 is treated as the "first sheath" 
and the extension tube 40 and guide-wire shaft 30 (which is fixedly disposed inside the 
extension tube 40) are respectively treated as the "second" and "third" sheaths as 
claimed. The second sheath (extension tube 40) and third sheath (guide-wire lumen 30) 
are slidably drawn into the first sheath (telescoping tube 60) by holding the fitting 15 and 
pulling the inflation shaft 20 (see col. 7, lines 10-37). Hence, the examiner's position is 
that Berthiaume teaches the recited structure of the instant claims land 2. 

With respect to claims 3-5, Berthiaume teaches the third sheath (guide-wire shaft 
30) is made of flexible polymer as claimed (see col. 4, lines 44-53). 

With respect to claims 8, 9, and 1 1 , the balloon 49 at the distal end of the 
catheter has a flush port and is treated as a spacer because it is configured to stop the 
distal end of the catheter to fully retract into the telescopic sheaths 60 and 70. 

As to claim 10, the spacer (balloon 49) also includes at least two radially spaced 
lumens, the inflation lumen of the balloon 49 and the guide-wire lumen 36. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 7 and 12-27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over f Berthiaume in view of Levy et al. US Patent No. 5,346,489. 

Berthiaume, described above, do not teach that the first telescoping shaft 60 
engages the extension shaft 40 (2nd sheath) in male relationship, and slides in female 
relationship with the third sheath (guide-wire shaft 30) as recited in claim 7 and 
independent claims 12 and 26. However, the use of telescoping catheter shafts 
engaging in male/female relationships is known in the medical art. 

Levy et al. teach a medical device comprising a plurality of telescoping tubes that 
engage each other in male/female relationships (see Figs. 2-8). Moreover, the 
applicants admit in the background section of the written description that the use of 
telescoping catheter, as claimed, is known in the prior art with the exception of 
telescoping catheter comprising a third (additional) sheath disposed inside the second 
sheath as claimed. 

Therefore, at the time of the applicants' invention, it would have been obvious to 
one of ordinary skill in the art to modify Berthiaume in view of Levy et al. and change the 
way in which the telescoping shafts engage each other. The court decided that 
changing the position of an element known in the art is not patentable, and was held as 
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an obvious design choice, unless the change modifies the function/operation of said 
element. 

With respect to claims 18 and 19, the use of energy delivery device, such as an 
optical fiber and/or an electrical conductor, with catheter device to advance said delivery 

device into a treatment site is well known in the art. Hence, it would have been obvious 
one skilled in the art to use the catheter of Berthiaume to advance energy deliver device 
into a treatment site as claimed. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ahmed M. Farah whose telephone number is (571) 272- 
4765. The examiner can normally be reached on Mon, Tue, Thur and Fri between 9:30 
AM 7:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johnson Henry can be reached on (571 ) 272-4768. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
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Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Ahmed M Farah/ 

Primary Examiner, Art Unit 3769 



January 20, 2009. 



